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IN THE UNITED STATES PATEP«T AND TRADEMARK OFFICE 

Ih re AppKcation of Docket No-: TI-22187 

Ronald L. Smith Ait Unit: 2112 

Serial No.! ^"^SS^^ni 0$-^i^9 Examiner: Myers, Paul R 

Filed: 12/07/1P95 ConfNo.: 7439 

For: PORTABLE COMPOTER HAVING AN INTERFACE FOR DIRECT 
CONNECTION TO A MOBILE TELEPHONE 



PETITION FOR WITHDRAWAL OF PREMATURE FINAL REJECTION 

37 6 L181 



Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-14550 
Dear Sir; 



MAIUNQCERTTFTCATE OmiKR 57 CF.R, S l.Ktm 

\ hcrctyy certify^ ihac or thu date, ttiis oorrespoi>kttce is being 
dCyteiUn] with Uie United States Po9ta] Service » Gc$t clntf nuril b an 
taverupe tkddressed to: Coosnisstcacr of Patents and Tradcmadcs, 
Alexandria^ VA 22313-1450 oo p^gg^a^ Q g^C^d .5^. 




• The USPTO nwdled an Office comnmnication finally rejecting Claims 15-28 and 30-46 in 
the abov^identified application on April 29, 2005. Applicants hereby petition the Commissioner 
under 37 CF.R. M81 to invoke his supervisory authority and order the withdrawal of the final 
rejection, for the reasons set forth below. 



TETE FACTS: 

I) The Examiner canceled Claims 8-U by Examiner*s amendment on May 20, 2002. The 
Examiner, however, was widiout authority to cancel Claims 8-11 the rejection of which 
was REVERSED by the Board of Appeals in its Decision on Appeal dated March 8, 2002 
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(see page 7, line H - page 8, line 3 & page 9, lined 9-10). prhe Examiner's actions were 
prohibited under 37 CFR 1,198; MPEP 1214.07; & MPEP 1406] Accordiagly> there was 
no rejection pending on Claims 8-1 1- 

2) In an amendment dated December 29, 2004, Applicants pointed out that tho 
Examiaer was without authority to cancel Claims 8-11^ the rejection of which had 
been reversed by the Board of Appeals. Accordingly, Applicants argued that 
Claims 8-1 1 remained pending and were allowable in response to the reversal by 
the Board of Appeals. Again, there was no rejection pending on Claims 8-lL 

3) The Examiner admits his mistake in canceling Claims 8-11 in an Office Action 
dated April 29, 2005, The ExamitLer goes on to explain that he has since been 
instructed to treat canceled Claims 8-11 as newly added Claims 43-46. The 
Examiner then proceeds to issue a Final Rejection (not a non-Roal rejection) on 
Claims 43-46 under the following grounds of rejections presented for the first 
time in the Office Action dated April 29, 2005: Claims 43-44 and 46 are rejected 
under 35 U.S.C. I03(a.) as being unpatentable over Sainton PN 5,249321 8 in view 
of Morris PN 5,020,090; Claim 45 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sainton PN 5^49,218 in view of Morris PN 5,020,090 as 
applied to claim 43 above and further in view of Kobayashi PN 5,111,361; and 
Claims 43^ and 46 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hop PN 4,912,756 in view of Morris PN 5,020,090 

ARGUMENT 

There was no rejection pending on Claim$ 8-1 1 or 43-46 prior to the rejection of Claims 
43-46 issued by the Examiner on April 29, 2005. As such, issuing a FINAL rejection on Claims 
43-46 was clearly premature. Moreover, Cbims 43-46 are word for word identical to Claims 8- 
11 the rejection of which was reversed by the Board of Appeals and should be treated no 

Tl-22187 Page 2 

PACE 4/31 " RCVD AT W1ft;2005 2:37:10 PM [East£m Dsyn^m Time] ■ SVR!USPTa-ePXRP'«/24 * CyKI8:2733«3d * CS1D:&72 017 4417 " OURATtON ^nn?a^O^ 



PA(X 4m * AT 911912005 3:28:24 [Eastern DayOght Time] ' SV^^^ 



09/19/05 MON 15:25 FAX 703305371$ 



US PTO WG 2780 



[i]005 



differently in prosecution whether they are identified as Claims 8-11 or 43-46 and should be 



treated as if they were present in the application before and after March 4, 2003. Accordingly, 
Applicants respectfiilly petition the Commissions: to wittidraw the finality of the rejection issued 
by the Examiner on April 29, 2005. 

While Applicants could find no fee associated with petitions under 37 C^JeL § 1.18U 
there is a fee* please charge the fee to Deposit Account No. 20-0668. Three copies of this dieet are 



enclpsed* 



Respectfiilly submitted^ 




Ronald O. Ncerings 
Reg. No. 34,227 
Attorney for Applicants 



TEXAS INSTRUMENTS INCORPORATED 
P.O. BOX 655474, M/S 3999 
Dallas, Texas 75265 
972/917-5299 
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